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DETAILED ACTION 
Oath/Declaration 

The oath or declaration is defective. A new oath or declaration in compliance 

with 37 CFR 1 .67(a) identifying this application by application number and filing date is 

required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: The inventor Hugh S. West, Jr. has 
failed to sign and date the oath. 

Election/Restrictions 

Applicant's election of Species I shown in Figs. 1-22 in the reply filed on October 
14, 2005 is acknowledged. Because applicant did not distinctly and specifically point 
out the supposed errors in the restriction requirement, the election has been treated as 
an election without traverse (MPEP § 818.03(a)). Claims 7, 14, 23-24, and 30-33 are 
withdrawn from further consideration pursuant to 37 CFR 1.142(b) as being drawn to a 
nonelected species, there being no allowable generic or linking claim. 

In summary, claims 7, 14, 23-24, and 30-33 are withdrawn from further 
consideration. Claims 1-6, 8-13, 15-22, and 25-29 are examined. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant 
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regards as the invention. It is unclear what comprises an axial plane given the 
geometric definitions of plane and axis. In other words, it is not possible for a plane to 
be an axis. For the purposes of examination, it is assumed applicant intended claim 5 to 
read: "wherein said axis lies In said plane." If this is the case, then claim 5 would be 
withdrawn from consideration as being drawn to nonelected Species II or III shown in 
Figs, 23A and 24A-24B, respectively. In this first Office Action, however, the examiner 
has decided to examine claim 5 on the merits. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-6, 8-13, 15-22, and 25-29 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Taylor (U.S. Pat. No. 6,1 10,170). 

Regarding claim 1, Taylor discloses an electrode comprising: 
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an elongated shaft 16 having an axis, a proximal end and a distal end; 

electrical conducting means 200, 202 for conducting electrical energy from said 
proximal end to said distal end (col. 11, In. 15-19); and 

at least one electrode member 202 secured relative to said distal end of said 
shaft and to said electrical conducting means, said at least one electrode curved 
convexly 18 relative to said shaft axis. 

See Figs. ISA and 17A. 

The claim differs from Taylor in calling for the electrode to be a radiofrequency 
electrode. Taylor does not expressly disclose that the electrode is a radiofrequency 
electrode but specifies that "a suitable energy source" is used (col. 1 1 , In. 17). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have made the electrode of Taylor a radiofrequency electrode 
because radiofrequency energy is an obvious suitable energy source that is well-known 
in the art. 

Regarding claim 2, Taylor discloses the electrode according to claim 1 as shown 
above. Taylor further discloses the electrode, wherein said electrode member 212 has 
an outward surface facing away from said axis and an inward surface facing toward said 
axis, further comprising an insulating member 18 interposed between said inward 
surface and said distal end of said shaft (col. 1 1 , In. 39-48 and Figs. 17A-17B). 

Regarding claim 3, Taylor discloses the electrode according to claims 1 and 2, 
wherein said insulating member 18 comprises a channel 214 for supporting said 
electrode member (Figs. 17A-17B). 
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Regarding claim 4, Taylor discloses the electrode according to claim 1, wherein 
said electrode member is elongated and lies in a plane (Figs. 17A-17B). 

Regarding claim 5, Taylor discloses the electrode according to claims 1 and 4, 
wherein said axis lies in said plane (Figs. 17A-17B). 

Regarding claim 6, Taylor discloses the electrode according to claims 1 and 4, 
wherein said plane is parallel to said axis (Fig. 26C). 

Regarding claim 8, Taylor discloses the electrode according to claim 1, wherein 
said electrode member is a wire-like member (col. 1 1, In. 43-50). 

Regarding claim 9, Taylor discloses the electrode according to claim 1, wherein 
said electrode member is curved in one dimension only (Figs. 17A-17B). 

Regarding claim 10, Taylor discloses the electrode according to claim 1, wherein 
a first portion of said electrode member faces proximally and a second portion of said 
electrode member faces distally (Fig. 17A). 

Regarding claim 11, Taylor discloses the electrode according to claims 1 and 10, 
wherein the surface 208 of said distal end of said shaft is spaced a first predetennined 
distance from said axis and wherein at least a part of said first portion of said electrode 
member 212 is spaced a second predetemnined distance from said axis, said second 
predetermined distance being greater than said first predetermined distance (Fig. 17A). 

Regarding claim 12, Taylor discloses the electrode according to claim 1 further 
comprising: 

a longitudinally extending lumen 234 (Fig. 19A); 
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an aspiration port 236 situated adjacent said electrode member and in 
communication with said lumen (Fig. 20); and 

aspirating means to aspirate ablation by-products through said lumen (col. 12, In. 
37-40). 

Regarding claim 13, Taylor discloses the electrode according to claims 1 and 12, 
wherein said lumen is within said shaft (Figs. 19A and 20). 

Regarding claim 15, Taylor discloses an ablation device comprising: 
a handle 14; 

an elongated shaft 16 extending from said handle, said shaft having a proximal 
end attached to said handle and a distal end, said distal end terminating in a generally 
cylindrical closed end; 

an electrode supporting member 18 secured to said distal end, said electrode 
supporting member having an inner surface for conforming to said distal end and an 
outer bulbous surface for supporting at least one electrode 212; and 

at least one electrode member 212 secured relative to and conforming to said 
bulbous electrode supporting surface, said electrode member having a proximal end 
and a distal end and adapted to receive electrical energy from a source thereof. 

See Figs. 15A and 17A-17B. See the preceding rejection of claim 1 regarding the 
type of energy claimed. In addition, since the device of Taylor uses an electrode to cut 
through vessels (col. 4, In. 52-62), it inherently ablates tissue in the cutting process. If 
not inherent to the cutting process, the device is inherently capable of ablation, and it 
would be an obvious way of using the device that requires only routine skill in the art. 
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Regarding claim 16, Taylor discloses the device according to claim 15. wherein 
said electrode member is a coil-like member and further comprising two said coiNike 
members (Fig. 26C). The claim differs from the Taylor electrodes shown in Fig. 26C in 
calling for the electrodes to be wire-like. Taylor, however, also teaches an analogous 
electrode comprising wire (col. 11, In. 43-50 and Fig 17A). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have made the Taylor electrodes shown in Fig. 26C from wire instead of coils as an 
obvious alternate configuration that is suitable and suggested as interchangeable by 
Taylor. 

Regarding claim 17, Taylor discloses the device according to claims 15 and 16, 
wherein said electrode members are parallel (Fig. 26C). 

Regarding claim 18, Taylor discloses the device according to claims 15-17, 
wherein said electrode members are axially aligned (Fig. 26C). 

Regarding claim 19, Taylor discloses the device according to claim 15, wherein 
said bulbous electrode supporting surface 18 is a high temperature insulating material 
(col. 1 1 , In. 39-40 and Fig. 17A). Taylor specifically teaches that the analogous bulbous 
electrode supporting surface 340 shown in Fig. 27B is electrically non-conductive (col. 
16, In. 19-20). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have made the bulbous electrode supporting 
surface 18 of Fig. 17A from an electrically non-conductive material as an obvious 
material that is suitable and suggested by Taylor in Fig. 27B. 
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Regarding claim 20. Taylor discloses the device according to claims 15-17, 
wherein said electrode members each have a conducting surface parallel to and spaced 
a predetemiined amount away from said insulating surface (Figs. 17A and 26C). 

Regarding claim 21, Taylor discloses an ablation device according to claim 15 
wherein said ablation device operates in a liquid medium and further comprising: 

an aspiration means for aspirating ablation by-products from said liquid medium, 
said aspiration means comprising: 

at least one distal port 236 situated at said distal end of said shaft (Fig. 20); 

a longitudinally extending lumen 234 on said shaft, said lumen operatively 
connected to said distal port (Fig. 19A); and 

means for aspirating ablation by-products through said distal port and said lumen 
(col. 12, In. 37-40). 

The device of Taylor is Inherently capable of operating in a liquid medium and 
aspirating ablation by-products from said liquid medium. 

Regarding claim 22, Taylor discloses an ablation device according to claim 15, 
wherein said electrode member is a monopolar electrode (col. 1 1 , In. 56-57). 

Regarding claim 25, Taylor discloses an ablation device according to claim 15, 
wherein said distal end of said elongated shaft has an outer cylindrical surface spaced a 
first predetermined radial distance from said axis, and wherein said bulbous electrode 
supporting surface has a portion thereof at a second predetermined radial distance from 
said axis, said second predetermined distance being greater than said first 
predetermined distance (Fig. 17A). 
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Regarding claim 26, Taylor discloses the device according to claims 15 and 25, 
wherein said distal end has a first predetermined width in a first plane and a second 
predetermined width in a second plane perpendicular to said first plane, said first 
predetermined width being greater than said second predetermined width (Fig. 19A). In 
addition, applicant has not disclosed any criticality or unexpected result associated with 
these limitations. 

Regarding claim 27, Taylor discloses the device according to claims 15, 25, and 

26, further comprising at least one aspirating port 236 in the portion of said distal end 
having said first predetermined width (Fig. 20). 

Regarding claim 28, Taylor discloses the device according to claims 15 and 25- 

27. Taylor does not expressly disclose an aspirating port on opposed sides of said 
portion of said distal end. At the time the invention was made, however, it would have 
been an obvious matter of design choice to a person of ordinary skill in the art to place 
an aspirating port on opposed sides of said portion of said distal end of Taylor because 
applicant has not disclosed that this particular arrangement has any criticality or 
unexpected result. Applicant further discloses that alternatively, distal end 26 could be 
open thereby obviating the need for aspiration ports 30 (pg. 13, In. 5-7). This 
arrangement would be analogous to the Taylor device shown in Fig, 20. Consequently, 
one of ordinary skill in the art would have expected applicant's invention to perform 
equally well with the ports as claimed or as shown by Taylor in Fig. 20. Therefore, it 
would have been an obvious matter of design choice to modify Taylor to obtain the 
invention as specified in claim 28. 
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Regarding claim 29, Taylor discloses a monopolar electrode for use with an 
electrosurgical pencil connected to an electrosurgical generator comprising: 

a shaft 16 having an axis, a distal end and a proximal end, said proximal end 
adapted to be connected to said electrosurgical pencil 14, said distal end terminating in 
a partially bulbous end having a bulbous electrode supporting surface 18 (Fig. 15A); 
and 

a pair of wire-like electrode members 314, 316 substantially conforming to said 
bulbous electrode supporting surface, said electrode members adapted to receive 
radiofrequency electromagnetic energy from a source thereof (Fig. 26C). Regarding the 
electrodes being wire-like, see the rejection of claim 16. Regarding the type of energy, 
see the rejection of claim 1 . 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 



US 5281216 A 
US 5499981 A 
US 5542945 A 
US 5906615 A 
US 5944715 A 
US 621 0405 B1 



USPAT Klicek; Michael S. 

USPAT Kordis; Thomas F. 

USPAT Fritzsch; Gernod 

USPAT Thompson; Todd 

USPAT Goble; Nigel Mark et al. 

USPAT Goble; Nigel M. et al. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex B. Toy whose telephone number is (571) 272-1953. 



The examiner can normally be reached on Monday through Friday, 8:00 AM to 4:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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